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DETAILED ACTION 
Applicant has canceled all examined claims and has presented all new 
claims. Claims 44-59 are pending. Claims 44-50, 56, 59 to the extent that 
they read on the elected species are under examination. 

Election/Restriction 

Applicants elected species of FF-MAS for examination 7/1 0/06. 
Applicants elected Group II, directed to the use of growth factor in a process of 
in vitro fertilization on 1 /22/08. 

Claim Rejections - 35 USC § 1 12 
INDEFINITE 

Claims 44-50, 56, 59 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Please do not use abbreviations in the claims at least without prior 
definition in the claims. 

Claim 44 uses "MAS" which is not defined. 

Claim 47 uses abbreviations "FSH" and "EGF" which are without definition. 

Claim 47 uses parenthetical enclosures. It cannot be determined if these 
are meant to further limit or to expand the preceding phrases. 

Claims 44-59 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing 
to comply with the written description requirement. The claims contain subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors, at the 
time the application was filed, had possession of the claimed invention. 
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Example 2 is directed to the implantation of human zygotes cultured in 
FSH and EGF medium. It is assumed that the claimed method is related to this 
example. However, after in vivo maturation of the oocytes due to injections of 
FSH, hCG, the oocytes were recovered. It is assumed that the oocytes directly 
recovered from the female are not in MM. Thus, the culturing of oocytes in the 
example is not a culturing of MM oocytes as required by the claim language. 
The recovered oocytes are cultured EGF and FSH for 24 hours during which time 
they progress to MM. After 24 hours, the medium containing the EGF and FSH is 
removed and the oocytes are placed in a medium which does not contain these 
supplements and cultured further for 48 more hours at the end of this time, 
zygotes are formed. It appears that a sometime during the first 24 hour culture 
with EGF and FSH, sperm is added, although there is no disclosure as to when 
this step is performed. It is doubtful that the sperm are added at the beginning 
of the culture step. In any case, this does not appear to be the method now 
claimed where the oocytes are said to be MM oocytes and the FSH and EGF are 
said to be present with MM oocytes and sperm until zygotes are formed. 
Clarification of the example and correlation with the claimed method are 
requested. Until this is done, a written description rejection of the claimed 
method is made. 

Claim Rejections - 35 USC § 102 

Claims 44-47, 50, 56 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Park et al. [U]. 

The claims are directed to a method for in vitro fertilization comprising: 
culturing cumulus enclosed oocytes in metaphase II with spermatozoa in a 
culture medium which contains an additive which is a growth factor, thereby 
forming zygotes. 

Park et al. disclose an in vitro method of culturing and maturing oocytes 
in a culture medium which contains EGF and sperm and allowing the zygotes to 
develop, page 476, Experiment 1. 
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Claims 44-50 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by lllera eta/. [V]. 

Illera eta/, demonstrate maturation and culturing of oocytes in a medium 
which contains EGF, FSH and sperm and allowing zygotes to develop. 

Claim Rejections - 35 USC § 103 

Claims 44-47, 50, 56, 59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ben-Yosef eta/. [W]. 

The claims have been discussed above. 

Ben-Yosef eta/, disclose a method of in vitro fertilization comprising 
induction of ovulation (maturation) in vivo by injection of the intact animal with 
PMSG and hCG, harvesting the oocytes, incubating the oocytes with EGF, 
transferring the oocytes to a sperm suspension for fertilization (Materials and 
methods, page 1 36). 

The reference lacks the continuous exposure of the oocytes to EGF during 
fertilization and zygote development. 

In the absence of evidence of criticality, one of ordinary skill in the art 
may mature the oocyte in a medium containing a compound which assists 
maturation before transferring into a medium which does not contain such a 
compound for fertilization and zygote development. 

Concentrations of compounds are prima facie obvious in the absence of 
criticality, See MPEP 2144.0511. 

Claims 44-50, 56, 59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over lllera et al. [V]. 

The claims have been discussed above. 
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Although lllera eta/, matures the oocytes in vitro instead of in vivo, the 
oocytes will enter MM prior to fertilization. Thus, under this interpretation, all 
of the limitations of the claimed method are present in the method of the 
reference. One of skill in the art may mature the oocytes in vitro or in vivo to 
cause them to enter MM prior to fertilization in the absence of evidence to the 
contrary. Variation in the concentration of compounds is prima facie obvious, 
see MPEP 21 44.05 I. and II. Also, in the absence of evidence of variation in 
mammals with regard to the response to growth factors and hormones, use of 
the same hormone/growth factors with mouse, bovine, porcine or human 
oocyte maturation and fertilization protocol would be obvious. 

One of ordinary skill in the art would have been motivated at the time of 
invention to make this addition in order to obtain the results as suggested by 
the references with a reasonable expectation of success. The claimed subject 
matter fails to patentably distinguish over the state of the art as represented by 
the cited references. Therefore, the claims are properly rejected under 35 
U.S.C. § 103. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Sandra Saucier whose telephone 
number is (571) 272-0922. The examiner can normally be reached on Monday 
through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, M. Wityshyn can be reached on (571) 272-0926. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
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http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-21 7- 
9197 (toll-free). 



/Sandra Saucier/ 

Primary Examiner, Art Unit 1 651 



